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DETAILED ACTION 
Response to Amendment 

The amendment filed 11 January 2005 is objected to under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: "the one or more 
parameter values are selected from the following: depth percentage, table percentage, 
crown angle, crown percentage, pavilion angle, pavilion percentage, culet percentage, 
and girdle thickness" (emphasis added) in claims 2 and 9. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
Claims 1-4, 6-11, and 13-14 have been amended. Claims 5, 12, and 15-20 have been 
canceled. Claims 21-37 have been added. Claims 1-4, 6-11, 13-14, and 21-37 have 
been examined in this office action. 

Response to Arguments 

Applicant's arguments filed 14 January 2005 have been fully considered but they 
are not persuasive. 

Applicant argues: 

o Claims 1-7 define statutory subject matter under 35 U.S.C. 101. 

In response to this argument, the Examiner notes that "computing" does not 
imply the use of computers and that the recited steps could be performed by the manual 
equivalent. 



Application/Control Number: 09/883,561 Page 3 

Art Unit: 3625 

o Malnekoff "[makes] no attempt to determine subjective or aesthetic rating 
on the basis of purely objective input data, but require that al necessary 
data be input into the system in the first instance." 

In response to this argument, the Examiner notes that Malnekoff "[utilizes] some of 
the gemstone characteristics" to determine the baseline price and adjusts "based on 

i 

other gemstone characteristics (Malnekoff: Column 4, lines 36-45)." Basing the 
adjustments on the cut and providing "a summary description of the qualities of the 
gemstone" (Malnekoff: Claim 3), is using objective data to provide a subjective report. 
The Examiner further notes that the price estimate is a quantitative assessment of the 
value of the gemstone. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 2 and 9 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject 
matter, which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

Claims 2 and 9 recite "parameter values are selected from the following: depth 
percentage; table percentage; crown angle; crown percentage; pavilion angle; pavilion 
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percentage; culet percentage; and girdle thickness." Depth percentage, table 
percentage, etc. are not values. If the user were to select the parameters, and enter 
values for the selected parameters, how would the system determine other parameters 
like brilliance that are based on more than one of the above listed parameters? Is the 
user selecting ranges or values under these listed parameters? 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2, 4, 9, and 11 rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject 

matter which applicant regards as the invention. 

The applicant recites "aesthetic parameters," "objective parameters," 
"parameters," and "gem stone parameters." Both aesthetic and objective parameters of 
the gemstone are gemstone parameters. It is unclear to which parameters the applicant 
is referring in the above claims. 

Claim Rejections - 35 USC § 101 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-7, and 21 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 
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(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 

In the present case, Claims 1-7, and 21 fail to recite any technology within the 
claims. The claims recite a method for providing a gem assessment. The steps recited 
in the claim could be performed by the manual equivalent. The Examiner further notes 
that "computing" does not imply using a computer. 



Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims1-4, 6-8, 10-11, 13-14, 26-28, and 34-36 are rejected under 35 
U.S.C. 102(e) as being anticipated by Malnekoff US Patent No. 6,304,853. 
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Malnekoff teaches an automated gemstone evaluation system. The system and 
method provide a gem assessment, which does not require the presence of the actual 
gemstone. Malnekoff further discloses: 

1 . Referring to claim 1. An automated method of providing a user with a gem stone 
assessment, the method including steps of: 

o Receiving a plurality of objective parameter values from the user relating to the 
proportions of the gemstone: Receiving gemstone data 102 from the user via the 
input device 12 (Malnekoff: Column 4, lines 17-18; Figure 4, "102"). 

o Determining a plurality of aesthetic parameter values derived from said received 
objective values: The processing device 14 then computes an adjustment factor 
114, based on other gemstone characteristics (Malnekoff: Column 4, lines40-42). 

o Computing a rating value of the gemstone based upon said aesthetic parameter 
values: The processor device 14 then uses the baseline price estimate and the 
adjustment factor to generate a pricing estimate 116 (Malnekoff: Column 4, lines 
42-45). The Examiner notes that a price estimate is a form of a rating value. 

o Providing a gem stone assessment to the user based upon said computed rating 
value and/or said aesthetic parameter values: The processing device 14 further 
generates an evaluation report including the pricing estimate 106, and 
communicates the evaluation report to the user 108, via the output device 16 
(Malnekoff: Column 4, lines 20-25). 

2. Referring to claim 2. 
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o One or more parameter values are selected from the following: depth 

percentage: table percentage: crown angle: crown percentage: pavilion angle: 
pavilion percentage: culet percentage: and girdle thickness: The system receives 
gemstone data 102 from the user via the input device 12 (Malnekoff: Column 4, 
lines 17-18) ands determines a baseline price estimate 112, utilizing some of the 
gemstone characteristics (Malnekoff: Column 4, lines 39-45). The Examiner 
notes that the data is input and some data being utilized would require that only 
"selected" data determined the baseline price. 

3. Referring to claim 3. 

o The aesthetic parameters include one or more of brilliance, fire, scintillation and 
diameter spread: The gemstone data the system preferably uses includes cut 
type, weight (carats), color, clarity, cut proportions, fluorescence, and the identity 
of the lab generating the gemstone data (Malnekoff: Column 4, lines 27-30). 

4. Referring to claim 4. 

o Applying an adjustment to one or more of the aesthetic parameters and/or the 
rating value in accordance with one or more of the following gem stone 
parameters: (i) vertical spread: (ii) table size: (iii) girdle thickness: (iv) culet size: 
(v) half facets: (vi) symmetry: (vii) polish: The cut proportion data values 
represent at least two or more of depth percentage, table percentage, girdle 
thickness, crown height, crown angle, pavilion depth, pavilion angle, culet 
amount, and type of finish (Malnekoff: Claim 14). 

5. Referring to claim 6. 
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o The gem stone assessment includes a description of the visual appearance of 
the gem stone based upon the determined aesthetic parameters and/or the 
computed rating value: Preferably the gemstone evaluation report will include a 
plain language descriptive entry for each of the characteristics, giving the 
consumer a general idea where the particular characteristic places the specific 
gemstone within the range of possible gemstones (Malnekoff: Column 5, lines 
61-65). Evaluation report further includes a summary description of the qualities 
of the gemstone (Malnekoff: Claim 3). 

6. Referring to claim 7. 

o The gemstone is a diamond: diamond (Malnekoff: Column 5, line 28). 

7. Referring to claim 26. 

o The gem stone assessment includes a numerical value corresponding with the 
computed rating value: The processor device 14 then uses the baseline price 
estimate and the adjustment factor to generate a pricing estimate 116 (Malnekoff: 
Column 4, lines 42-45). The Examiner notes that a price estimate is a form of a 
rating value and that a price estimate is a numerical value. 

8. Referring to claim 27. 

o Objective parameter values are received electronically over a 

telecommunications network link: Receiving gemstone data 102 from the user via 
the input device 12 (Malnekoff: Column 4, lines 17-18; Figure 4, "102"). For 
example if communication is remotely established over a shared public network, 
like the internet, one possible configuration for the communication access 
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module 24 coupled to the processing device 14 includes a network adapter card, 
which could subsequently be connected to hubs, transceivers, routers, and/or 
switches. Alternatively the connection could be provided by a dial-up modem 
connection through a network service provider (Malnekoff: Column 3, lines 27- 
35). 

9. Referring to claim 28. 

o The telecommunications network is the Internet: if communication is remotely 
established over a shared public network, like the internet (Malnekoff: Column 
27-28, emphasis added). 

10. Referring to claims 8. 10. 11. 13. and 14. Claims 8,10, 11, 13, and 14 are 
rejected on the same rationale as claims 1, 3, 4, 6, and 7, respectively. 

1 1 . Referring to claims 34 and 35. Claims 34 and 35 are rejected on the same 
rationale as claim 1 . 

12. Referring to claim 36. Claim 36 is rejected on the same rationale as claims 27 
and 28. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 21-25, 29-33, and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Malnekoff in view of Shannon, Sr. US Patent No. 5,966,673 
(hereinafter referred to as "Shannon"). 

Malnekoff discloses automated gemstone evaluation system and method. 
Malnekoff fails to discloses retrieving said aesthetic parameter values from one or more 
lookup tables indexed by at least two of said objective parameter values, entries in the 
lookup tables are predetermined values computed using a computer software program 
for performing virtual diamond analysis, entries in the lookup tables are predetermined 
values obtained by analyzing actual diamonds, computing said aesthetic parameter 
values from a virtual model of a diamond corresponding with the received objective 
parameter values using a computer software program for performing virtual diamond 
analysis, and the rating value is computed by summing the aesthetic parameter values. 
Shannon discloses a computerized system and method for grading the cut of a 
gemstone. Shannon uses a system to create a data structure or model of the gemstone 
and simulates an illuminated gemstone to measure the exiting light. The measurements 
are used to determine the quality of an existing cut or to determine ideal dimensions for 
a stone to be cut. Shannon further discloses: 
13. Referring to claim 21. 

o Retrieving said aesthetic parameter values from one or more lookup tables 
indexed by at least two of said objective parameter values: These properties are 
stored in a file or data record and retrieved when needed. The dispersion indices 
for the material are computed based on the optical properties of the material 
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(Shannon: Column 9, lines 55-67). The Examiner notes that the indices are 
based on parameter values such as camera perspective, map of the facet (cut 
dimensions), etc. to determine the indices of refraction and other properties. 
It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Malnekoff to include retrieving said aesthetic parameter values from 
one or more lookup tables indexed by at least two of said objective parameter values as 
taught by Shannon in order to apply the separate adjustments computed based on cut 
proportions (Malnekoff: Column 4, lines 45-63). 
14. Referring to claim 22. 

o Entries in the lookup tables are predetermined values computed using a 

computer software program for performing virtual diamond analysis: A maximum 
value for each of one or more attributes is computed by modeling each of the 
various possibilities of the cut of the gemstone and determining the highest value 
of each attribute for all of the possibilities modeled (Shannon: Column 52, lines 
51-55). The Examiner notes that virtual diamond analysis is used in Shannon's 
system (electronic representation of the stone; column 8, lines 28-30) 
It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Malnekoff to include entries in the lookup tables are predetermined 
values computed using a computer software program for performing virtual diamond 
analysis as taught by Shannon in order to provide an automated evaluation that 
accounts for objective data without the need for the presence of the gemstone (Column 
2, lines 1-12). 
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15. Referring to claim 23. 

o Entries in the lookup tables are predetermined values obtained by analyzing 
actual diamonds: The stone is graded by comparing measurements of one or 
more light attributes to a maximum value established for that attribute. Such a 
maximum can be, for example, a theoretical maximum, a derived maximum, or 
some other maximum value based on actual data (Shannon: Column 52, lines 
45-50). The Examiner notes that the actual data comes from maximum values of 
actual diamonds. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Malnekoff to include entries in the lookup tables are predetermined 
values obtained by analyzing actual diamonds as taught by Shannon in order to provide 
an automated evaluation that accounts for objective data without the need for the 
presence of the gemstone (Column 2, lines 1-12). 

16. Referring to claim 24. 

o Computing said aesthetic parameter values from a virtual model of a diamond 
corresponding with the received objective parameter values using a computer 
software program for performing virtual diamond analysis: The scaled 
measurements are combined to create a composite scaled cut grade for the 
gemstone (Shannon: Column 49, lines 2-67). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Malnekoff to include computing said aesthetic parameter values 
from a virtual model of a diamond corresponding with the received objective parameter 
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values using a computer software program for performing virtual diamond analysis as 
taught by Shannon in order to provide a relative quality analysis without the need for the 
presence of the gemstone (Column 1 , lines 60-65). 

17. Referring to claim 25. 

o The rating value is computed by summing the aesthetic parameter values: The 
values of these attributes for each facet are combined by some expression and 
the attributes are evaluated to determine a grade for the stone (Shannon: 
Column 10, lines 33-35). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Malnekoff to include the rating value is computed by summing the 
aesthetic parameter values as taught by Shannon in order to account for positive and 
negative affects of the value and quality of the gemstone (Malnekoff: Column 5, lines 5- 
25). 

18. Referring to claims 29-33. Claims 29-33 are rejected on the same rationale as 
set for the above in claims 21-25, respectively. 

19. Referring to claim 37. 

o Input means includes an interface with a diamond proportion measuring device 
for receiving proportional parameters of a diamond measured by said measuring 
device: There are numerous existing automated techniques and devices for 
measuring the characteristics of a cut stone. One such device, for example, is 
the Sarin Diamensia measuring machine (Shannon: Column 7, lines 17-20). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Malnekoff to include input means includes an interface with a 
diamond proportion measuring device for receiving proportional parameters of a 
diamond measured by said measuring device as taught by Shannon in order to allow for 
gemstone data to be received from an input device located remotely (Malnekoff: Claim 
5). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

o www.tradeshop.com as cited from web.archive.org on 10 May 2000. 
o www.niceice.com as cited from web.archive.org on 10 May 2000. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sarah R. Gedrich whose telephone number is (571) 
272-8121. The examiner can normally be reached on M-F 7:30am - 5:00pm, alternating 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on (571) 272-7159. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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